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Disposition of Claims 

4) ^ Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. ^ Certified copies of the priority documents have been received in Application No. 09/219,123 . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S Information Disclosure Statement(s) (PTO/SB/08) 5 ) D Notice of Informal Patent Application 

Paper No(s)/Mail Date 12/9/03. 8/10/06 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No /Mail Date 20070705 



Application/Control Number: 10/730,1 17 Page 2 

Art Unit: 2622 

DETAILED ACTION 

Specification 

1 . Amendment submitted 19 Novemeber 2004 is acknowledged and accepted. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1, 2, 3/1, 3/2, 5-7 and 9-11 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Nishitani et al. (US 5,966,553), hereafter "Nishitani". 

Regarding claim 1, Nishitani discloses a digital camera (c. 4, II. 20-27; Figs. 1-3) 
comprising: 

display means for displaying digital image data as a photographed image, the 
digital image data being acquired by photographing (c. 4, 1. 63 - c. 5, 1. 20; Figs. 1-3, 
"12"); 

printing-specifying information setting means for setting printing specifying 
information for said digital image data, the printing specifying information being used 
during printing (c. 8, I. 5 - c. 9, I. 50; c. 11, 1. 17 -c. 12, I. 8; Figs. 5A-C and 7A-D); 
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and control means for displaying said digital image data for which said printing- 
specifying information was set onto said displaying means so that said printing- 
specifying information corresponds to said digital image data (c. 6, II. 41-52; Fig. 3, "22", 
"44", "45"; c. 8, 1. 5 - c. 9, 1. 50; c. 11, 1. 17- c. 12, 1. 8; Figs. 5A-C and 7A-D). 

Regarding claim 2, refer to the rejection of claim 1 and Nishitani further discloses 
that said printing-specifying information during said printing includes a number of print 
sheets (c. 8, 1. 29; c. 9, II. 28-38; Figs. 5A, 7A, 7D), specification of an index image, 
printing size (c. 8, 1. 28 - c. 9, 1. 22; Figs. 5A-C and 7 A-D), surface treatment, presence 
of a white frame, trimming and/or attribute data (claim 2 is examined in the alternative 
form; c. 8, 1. 5 - c. 9, 1. 50; c. 1 1 , 1. 1 7 - c. 1 2, 1. 8; Figs. 5A-C and 7A-D). 

Regarding claim 3/1 and 3/2, refer to the rejection of claim 1 or 2 and Nishitani 
further discloses that control means is means for displaying digital image data with said 
printing-specifying information and digital image data with no printing-specifying 
information so that they are discriminated from each other, when they are displayed on 
said display means (c. 6, II. 40-52; c. 9, II. 39-50; c, II. 36-59). 

Regarding claim 5, refer to the rejection of claim 1 and Nishitani further discloses 
that said control means is means for displaying said digital image data for which said 
printing-specifying information was set onto said display means in display form 
corresponding to said printing-specifying information (refer to the rejection of claim 1). 
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Regarding claim 6, refer to the rejection of claim 1 and Nishitani further discloses 
that said control means is means for displaying a total number of print sheets on said 
display means, when said printing-specifying information during said printing includes a 
number of print sheets (c. 8, 1. 29; c. 9, II. 28-38; Figs. 5A, 7A, 7D). 

Regarding claim 7, refer to the rejection of claim 1 and Nishitani further discloses 
that said control means is means for displaying a number of print frames on said display 
means, when said printing-specifying information during said printing includes said 
number of print sheets (c. 8, II. 51; Figs. 5A-C and 7A-D, "55"). 

Claim 9 is a method claim corresponding to apparatus claim 1. Therefore, claim 
9 is analyzed and rejected as previously discussed with respect to claim 1. 

Claim 10 is a method claim corresponding to apparatus claim 2. Therefore, 
claim 10 is analyzed and rejected as previously discussed with respect to claim 2. 

Regarding claim 11, refer to the rejection of claim 9 and Nishitani further disclose 
displaying a sum of print sheets (claim 1 1 is examined in the alternative form; c. 8, 1. 29; 
c. 9, II. 28-38; Figs. 5A, 7A, 7D). 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 4/1, 4/2, 8 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nishitani in view of Hanzawa (US 5,506,661 ). 

Regarding claims 4/1 and 4/2, Nishitani discloses a digital camera comprising a 
display that displays print information (refer to the rejections of claims 1 and 2). 
However, Nishitani does not disclose that control means is means for displaying only 
the printing-specifying data for which said printing-specifying information was set, in 
displaying said digital image data on said display means. 

Hanzawa discloses a digital camera comprising a display that displays print 
information (c. 3, II. 23-25; c. 4, II. 40-63; Fig. 2). Hanzawa further discloses that only 
the printing-specifying data is displayed on said display means (Figs. 2, 5, 6, 8). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to only display print-specifying data as disclosed by Hanzawa on the display 
means disclosed by Nishitani in order to simplify the display or save power. 

Regarding claim 8, Nishitani discloses a digital camera comprising a display that 
displays print information (refer to the rejection of claim 1). However, Nishitani does not 
disclose that control means is means for displaying a printing price value corresponding 
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to the number of print sheets onto said display means, when said printing-specifying 
information during said printing includes said number of print sheets. 

Hanzawa discloses a digital camera comprising a display that displays print 
information (c. 3, II. 23-25; c. 4, II. 40-63; Fig. 2). Hanzawa further discloses that the 
display displays a printing price value corresponding to the number of print sheets onto 
said display means, when said printing-specifying information during said printing 
includes said number of print sheets (c. 4; II. 40-63; c. 6, 1. 3 - c. 7, 1. 28; Figs. 2, 5, 6, 
8). Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to display a printing price value corresponding to the number of print 
sheets as disclosed by Hanzawa on the display means disclosed by Nishitani in order to 
inform the customer of the printing price (which is well-known at photo kiosks and the 
like). 

Regarding claim 1 2* Nishitani discloses a method of displaying print information 
(refer to the rejection of claim 9). However, Nishitani does not disclose the step of 
setting an upper limit value of a total number of print sheets to be used in printing. 

Hanzawa discloses a method of displaying print information (c. 3, II. 23-25; c. 4, 
II. 40-63; Fig. 2). Hanzawa further discloses setting an upper limit value of a total 
number of print sheets to be used in printing (c. 5, II. 46-65; Fig. 6). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to set an 
upper limit value as disclosed by Hanzawa in the method of displaying print information 
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disclosed by Nishitani in order to set different unit prices for different ranges of the 
number of prints. 



Double Patenting 

6. Applicant is advised that should claim 1 be found allowable, claim 5 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

7. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claim 12 is rejected under 35 U.S.C. 101 as claiming the same invention as that 

of claims 3, 4, and 5 of prior U.S. Patent No. 6,686,964. This is a double patenting 



rejection. 
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Conclusion 



8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Kawamura et al. (US 6,522,354) discloses an electronic camera 
that displays recorded information, such as image frames, to permit the selection of 
items of information to be transferred to external equipment. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard M. Bemben whose telephone number is (571) 
272-7634. The examiner can normally be reached on 8:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lin Ye can be reached on (571) 272-7372. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



RMB 

7/9/07 
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